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DETAILED ACTION 
Allowable Subject Matter 

1 . The indicated allowability of claims 9 and 22-27 is withdrawn in view of the newly 
discovered reference(s) to Trzeciak. Rejections based on the newly cited reference(s) follow. 

Claim Rejections - 35 USC § 103 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

3. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

4. Claims 1-6, 9-13, 16-19, 21, 28-31, and 39 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US 4,232,751 to Trzeciak in view of US 6,817,633 to Brill et al. 

Regarding claims 1,21, and 39, Trzeciak teaches a drilling shoe 19 configured to be 
coupled to a section of drill pipe P and the associated method for using said shoe, said drilling 
shoe comprising: a fixed section 23 adapted to be coupled to the section of drill pipe; and a 
rotatable section 45 coupled to the fixed section, said drilling shoe being shiftable between a 
rotatable configuration (Fig. 5) and a locked configuration (Fig. 6), said rotatable section being 
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rotatable relative to the fixed section when the drilling shoe is in the rotatable configuration, said 
rotatable section being rotationally fixed relative to the fixed section when the drilling shoe is in 
the locked configuration (col. 5, line 55 through col. 6, line 19), said drilling shoe comprising an 
internal biasing mechanism 158 for biasing the drilling shoe towards the rotatable configuration 
(Fig. 5; col. 6, lines 29-48). However, it is not explicitly taught that the section of drill pipe P is 
a section of casing. 

Brill et al teach that drill pipe, such as the pipe taught by Trzeciak, can advantageously be 
replaced by casing (col. 2, lines 9-32). It would have been obvious to one of ordinary skill in the 
art, having the teachings of Trzeciak and Brill et al before him at the time the invention was 
made, to replace the drill pipe taught by Trzeciak to include the casing of Brill et al, in order to 
obtain the ability to reduce the number of times pipe must be removed and inserted in the 
wellbore, as taught by Brill et al. One would have been motivated to make such a combination 
because the use of casing in place of drill pipe will reduce drilling and completion costs, as also 
taught by Brill et al. 

Regarding claims 2, 3, and 28, the combination applied to claims 1 and 21 above teaches 
that said drilling shoe is shiftable from the rotatable configuration into the locked configuration 
by axially shifting the rotatable and fixed sections relative to one another, and that said fixed and 
rotatable sections are telescopically intercoupled (compare Figs. 5 and 6 of Trzeciak). 

Regarding claims 4, 5, 29, and 30, the combination applied to claims 1 and 21 above 
teaches that said fixed section 23 has first and second fixed ends, said rotatable section 45 has 
first and second rotatable ends, said first fixed end being configured to be coupled to the casing 
section through intermediate connections (Fig. 1 of Trzeciak), said second fixed end and said 
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first rotatable end being coupled to one another, wherein one of said second fixed end and said 
first rotatable end presenting a projection 48 or 51, the other of said second fixed end and said 
first rotatable end presenting a recess 49 or 52, said projection being received in said recess when 
the drilling shoe is in the locked configuration to thereby prevent relative rotation of the fixed 
and rotatable sections, said projection being removed from the recess when the drilling shoe is in 
the rotatable configuration to thereby permit relative rotation of the fixed and rotatable sections 
(Figs. 5-6; col. 4, lines 31-60 of Trzeciak). 

Regarding claim 6, the combination applied to claim 4 above teaches that said rotatable 
section 45 includes a drillable drill bit B rigidly coupled to the second rotatable end, wherein it is 
known that any bit is capable of being drilled (Fig. 6). 

Regarding claim 9, the combination applied to claim 1 above teaches that said internal 
biasing mechanism 158 comprises a compression spring disposed between at least a portion of 
the fixed section and at least a portion of the rotatable section (Figs. 5 and 6 of Trzeciak). 

Regarding claim 10, the combination applied to claim 1 above teaches that said rotatable 
section 45 includes an internal drive member defining a splined opening 44 (col. 4, lines 18-30 of 
Trzeciak). 

Regarding claim 1 1 , the combination applied to claim 1 above teaches that said fixed 
section 23 is threadably coupled to section 14, which is then coupled to the casing section P 
(Figs. 1 and 2a of Trzeciak). 

Regarding claim 12, the combination applied to claim 1 above teaches many of the same 
limitations as in claim 12, with Brill et al providing the teaching and motivation for replacing 
Trzeciak's drill pipe with casing, wherein it is further taught that interlockable teeth 48 and 51 
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are biased apart during rotation of the rotatable section 45 relative to the casing P (Figs. 5 and 6 
of Trzeciak). It is also noted that, as previously stated in regards to claim 6, any bit is capable of 
being drilled out, although the claim simply states that the bit can be drilled out, which does not 
mean that the bit is, or has to be, drilled out. 

Regarding claim 13, the combination applied to claim 12 above teaches that said shoe 19 
is undetachable from the casing while the casing and the shoe are positioned down hole due to, at 
least in part, the threads 29 (Fig. 2a of Trzeciak). 

Regarding claim 16, the combination applied to claim 12 above teaches that said locking 
mechanism further includes a spring 158 biasing the teeth apart during rotation of the rotatable 
section 45 relative to the casing P (Fig. 5 of Trzeciak). 

Regarding claims 17 and 18, the combination applied to claim 12 above teaches that said 
shoe includes a drive section 43/44 for powered rotation of the rotatable section relative to the 
casing, wherein said drive section comprising a plurality of splines 44 and a complementary 
drive shaft 37 configured for releasable engagement with the splines (Figs. 5 and 6; col. 4, lines 
18-30 of Trzeciak). 

Regarding claim 19, the combination applied to claim 18 above teaches that said 
apparatus further includes a mud motor M for powering the drive shaft (Fig. 1 of Trzeciak). 

Regarding claim 31, the combination applied to claim 21 above teaches that while the 
rotatable portion of the drilling shoe is rotating relative to the casing section, the casing P can 
simultaneously rotate since it is coupled to a rotary table at the surface and nothing prevents it 
from rotating while the rotatable section is rotating (Fig. 1 and col. 6, lines 8-12 of Trzeciak). 
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5. Claims 7 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Trzeciak 
in view of Brill et al as applied to claims 6 and 12 above, and further in view of US 
2004/0226751 to McKay et al. 

The aforementioned combination teaches the drill bit of claims 6 and 12, but does not 
explicitly teach that there is a valve(s) in the bit for controlling flow therethrough. 

McKay et al teach a drilling shoe similar to that of the combination. It is further taught 
that a spring 360 can be added into the mud bore 46 to act as a valve for controlling fluid flow, 
and any number of said valves can be contemplated by one of ordinary skill in the art (see Figs. 
2, 3, 9, and 10 of McKay et al). It would have been obvious to one of ordinary skill in the art, 
having the teachings of the combination and McKay et al before him at the time the invention 
was made, to modify the bit taught by the combination to include the valve(s) of McKay et al, in 
order to obtain a bit that will allow the re-establishment of circulation therethrough after a 
cementing operation (see paragraphs 0043-0046 of McKay et al). One would have been 
motivated to make such a combination because the valve will prevent cement or other fluids 
from re-entering the casing, wherein cement re-entering the casing could prove detrimental to the 
operation. 

6. Claims 15, 22-27, 32-36, and 38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Trzeciak in view of Brill et al as applied to claim 12 (in the case of claim 15) 
above, and as analogously applied to claim 21 above, and further in view of US 6,896,075 to 
Haugen et al. 
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Regarding claims 15, 22, 23, and 32, the combination applied to claims 1,12, and 21 
above teaches the same limitations as those in claims 22 and 32, with the exception of the act of 
drilling out of the drilling shoe or bit. 

Haugen et al teach a method and apparatus for drilling with casing similar to that of the 
aforementioned combination, wherein a mud motor rotates the bit downhole. It is further taught 
that the drill bit below the motor is drillable (col. 2, lines 41-43). It would have been obvious to 
one of ordinary skill in the art, having the teachings of the combination and Haugen et al before 
him at the time the invention was made, to modify the drill bit taught by the combination to 
include the drillability of Haugen et al. One would have been motivated to make this 
combination because the connections between sections of casing are not usually strong enough to 
handle the forces needed for rotary drilling from the surface, yet the casing must be left 
downhole (col. 2, lines 35-54 of Haugen et al). 

Regarding claim 24, and with further respect to claim 32, the combination also teaches 
that the casing is cemented in place (col. 2, lines 22-24 of Brill et al). 

Regarding claims 25-27, the combination applied to claim 24 above teaches that neither 
the casing nor drilling shoe is removed from the hole since the casing is cemented in place, 
wherein the drilling out of the bit will allow fluids to be produced through the drilling shoe to the 
casing P (Fig. 1 of Trzeciak). 

Regarding claims 33-36, the combination applied to claim 32 above teaches that said 
fixed section is telescopically intercoupled with said rotatable section, said fixed and rotatable 
sections being axially shiftable relative to one another; said locking mechanism comprising two 
sets of interlockable teeth 48 and 51, one of said sets attached to the fixed section and the other 
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of said sets attached to the rotatable section; and said locking mechanism further including a 
spring biasing 158 the teeth apart (Figs. 5 and 6 of Trzeciak). 

Regarding claim 38, the combination applied to claim 32 above teaches that while the 
rotatable portion of the drilling shoe is rotating relative to the casing section, the casing P can 
simultaneously rotate since it is coupled to a rotary table at the surface and nothing prevents it 
from rotating while the rotatable section is rotating (Fig. 1 and col. 6, lines 8-12 of Trzeciak). 

7. Claim 37 is rejected under 35 U.S.C. 103(a) as being unpatentable over Trzeciak in view 
of Brill et al and Haugen et al as applied to claim 32 above, and further in view of McKay et al. 

The combination applied to claim 32 above lacks the teaching of valves in the bit, just as 
this limitation was noted as missing in regards to claims 7 and 20 above. Therefore, McKay et al 
can analogously be applied to these references to supply the missing limitation for the same 
reasons and motivation. 

Response to Arguments 

8. Applicant's arguments with respect to claims 1 , 12, 1 8, 21 , and 32 have been considered 
but are moot in view of the new ground(s) of rejection. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shane Bomar whose telephone number is 571-272-7026. The 
examiner can normally be reached on Monday - Thursday from 6:00am to 2:30pm. The 
examiner can also be reached on alternate Fridays. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bagnell can be reached on 571-272-6999. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




David JiSaghell 
Supervisory Patent Examiner 
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April 16, 2007 



